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DETAILED ACTION 

1. The following is a first office action upon examination of application number 09/895,883. 
Claims 1-20 are pending and have been examined on the merits discussed below. 

Claim Rejections - 35 USC §101 

2. 35 U.S.C 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition 
of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requires of this title. 

3. Claims 1-7 rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to promote the 
"progress of science and the useful arts" (i.e., the physical sciences as opposed to social sciences, 
for example) and therefore are found to be non-statutory subject matter. For a process claim to 
pass muster, the recited process must somehow apply, involve, use, or advance the technological 
arts. In the present case, the recited steps of receiving evaluation data and planning factor data, 
combining and storing does not apply, involve, use, or advance the technological arts since all of 
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the recited steps can be performed in the mind of the user or by use of a pencil and paper. These 
steps only constitute an idea of how to collect and store data concerning an employee. 

Additionally, for a claimed invention to be statutory, the claimed invention must produce 
a useful, concrete, and tangible result. In the present case, the recited steps collect evaluation 
and planning factor data and store it (useful, concrete and tangible). 

Although the recited process produces a useful, concrete, and tangible result, since the 
claimed invention, as a whole, is not within the technological arts as explained above, claim 1 is 
deemed to be directed to non-statutory subject matter. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the appUcant for a patent. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre- AIPA 
35 U.S.C 102(e)). 
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5. Claims 1-20 are rejected under 35 U.S.C. 102(a and e) as being anticipated by Paizis, US 
6,338,042, 

As per claim 1, Paizis teaches receiving evaluation data pertaining to the employee from 
each of the managers (column 5, lines 49-59 - evaluation data is received); calculating a 
combined evaluation for the employee from the received evaluation data (column 5, line 49 - 
column 6, line 10 - a performance evaluation is used to calculate a competency score); receiving 
planning factors data pertaining to the employee from each of the managers (column 5, lines 25- 
33 - for each individual a target pay level or payment schedule is received which is used along 
with the measure competency to determine the pay level); calculating a combined planning 
factors for the employee from the received planning factors data (column 5, lines 25-33 - for 
each individual a target pay level or payment schedule is received which is used along with the 
measure competency to determine the pay level); and storing the combined evaluation and the 
combined planning factors in an employee profile data area corresponding to the employee (fig 4 
and 5A and column 9, lines 7-53 - a file is stored containing employee information including 
salary data and evaluation data). 

As per claim 2, Paizis teaches storing the evaluation data and the planning factors data in 
the employee profile data area (fig 4 and 5A and column 9, lines 7-53 - a file is stored containing 
employee information including salary data and evaluation data). 

As per claim 3, Paizis teaches at least one of the planning factors is selected from the 
group consisting of salary planning data, stock option planning data, award planning data, and 
promotion planning data (column 5, lines 25-33 - for each individual a target pay level or 
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payment schedule (salary data) is received which is used along with the measure competency to 
determine the pay level). 

As per claim 4, Paizis teaches identifying an allocation percentage for each of the 
managers, the allocation percentage indicating an allocation of the employee to the manager; 
weighting the planning factor data received from each manager with the allocation percentage 
corresponding to each manager, wherein calculating the combined planning factors includes 
using the weighted planning factors; and weighting the evaluation data received from each 
manager with the allocation percentage corresponding to each manager, wherein calculating the 
combined evaluation includes using the weighted evaluation data (column 4, lines 42-58 and 
column 6, lines 1-15 - each employee position has different measures of competency and 
contribution level - for each combined score for the employee it is a sum of the scores which are 
weighted for each position held - inherently under different managers). 

As per claim 5, Paizis teaches displaying the planning factors data provided by each of 
the managers on a plurality of display devices, wherein each display device corresponds to one 
of the managers (fig 4 and 5 A and column 9, lines 7-53 - a file is stored containing employee 
information including salary data and evaluation data); receiving comments corresponding to the 
displayed planning factors data from at least one of the managers (column 9, lines 39-42 - a 
"notes" button is arranged such that annotations can be made regarding pay decisions); receiving 
a revision request from one of the managers corresponding to the planning factors data (column 
7, lines 9-25 - user can input changes into the payment program); revising the planning factors 
data in response to the revision request (column 7, lines 16-25 - user inputs changes into the 
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payment program); and storing the revised planning factors data in the employee profile data 
area (column 7, lines 16-25 - changes to the payment program are stored). 

As per claim 6, Paizis teaches recalculating the combined planning factors data in 
response to the revisions (column 7, lines 16-25 - once the payment program info is updated an 
the target pay for each individual is computed); and dynamically displaying the revised planning 
factors data on each of the display devices (column 7, lines 9-15 - once the target pay is 
computed it is then displayed). 

As per claim 1, Paizis teaches displaying the evaluation data provided by each of the 
managers on a plurality of display devices, wherein each display device corresponds to one of 
the managers (fig 4 and 5A and column 9, lines 7-53 - a file is stored containing employee 
information including salary data and evaluation data); receiving comments corresponding to the 
displayed evaluation data fi*om at least one of the managers (column 9, lines 39-42 - a "notes" 
button is arranged such that annotations can be made regarding pay decisions); receiving a 
revision request fi-om one of the managers corresponding to the evaluation data (column 6, lines 
23-33 - user can input changes concerning the evaluation data); revising the evaluation data in 
response to the revision request (column 6, hues 23-33 - the changes to the evaluation data are 
entered); and storing the revised evaluation data in the employee profile data area (column 6, 
lines 23-33 - and fig 5A - the changes are made and stored). 

Claims 8-13 are the information handling system to perform the method of claims 1-5 
and 7 therefore since Paizis teaches a system used to manage employee evaluation and pay data, 
the same rejections as applied to claims 1-5 and 7 are also appUed to claims 8-13. 
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Claims 14-20 are the computer program product for performing the method of claims 1-7. 
Since Paizis teaches a computer software program for managing employee evaluation and pay 
data, the same rejections as apphed to claims 1-7 are also applied to claims 14-20. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Richman, US 6,754,874 - computer-aided system and method for evaluating employees. 
Tremaine, US 5,819,231 - compensation planning tool and method 
Grimse et al, US 6,269,355 - automated process guidance system and method using 
knowledge management system 

Zitaner et al, US 6,741,993 - competitive rewards benchmarking system and method 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Johnna R. Stimpak whose telephone number is 571-272-6736. 
The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on 571-272-6729. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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